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1 . The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis 
for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

3. Claims 1-9, 1 1-16 20-23 and 26 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Okamoto (JP2001310926). 

Okamoto discloses an acrylic urethane acrylate oligomer made from an 
acrylic diol, a diisocyanate and a hydroxyalkyl acrylate (see example one of 
paragraph 46 of the translation). He discloses the acrylic diol initiated with diols 
(paragraph 18), made from the same monomers of the claims (paragraphs 24- 
25), and having the same molecular weight of the claims (paragraph 26). 
Paragraph 27 discloses the same diisocyanates of the claims and paragraph 28 
shows the same hydroxyalkyl acrylates. In the examples, he removes all the 
solvent and unreacted components. He makes the oligomer by first reacting 
diisocyanate with the acrylic polyol followed by reaction with the hydroxyalkyl 
acrylate. Paragraph 31 shows using this oligomer in radiation curable inks, and 
in paragraph 56 teaches using the oligomer without solvent. 
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4. Claim 27 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Okamoto. 

Okamoto discloses the invention of the claims (see above). When a 
reference discloses all the limitations of a claim except for a property, and the 
examiner can't determine if the properties are inherent (misting and 
adhesiveness), the burden is shifted to the applicant as in In re Fitzgerald, 205 
USPQ 594 and MPEP2112. 

5. Claims 24 and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Okamoto. 

6. Okamoto discloses the invention of the claims but doesn't specify the 
kind of ink. 

7. It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to use the oligomer of Okamoto in any kind of ink 
because of the good curing properties shown by Okamoto in the examples. 

8. Claims 10 is rejected under 35 U.S.C. 103(a) as being unpatentable 
over Okamoto in view of Pourreau (6,906,136). 

9. Okamoto shows the invention of the claims but differs from this claim by 
not including styrene in the acrylic diol. 

10. Pourreau discloses the same reactive composition as the oligomer 
(claim one). In col. 4, lines 32-42, he teaches using styrene in the acrylic polyol. 

11. It would have been obvious to one of ordinary skill in the art at the time 
the invention was made for Okamoto to include styrene in his acrylic diol 
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because Pourreau shows, in Table 1, good hardness, impact and adhesion 
properties for his cured oligomers. 

12. Claims 17-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Okamoto in view of Reusmann (2001/313369). 

13. Okamoto discloses the invention of the claims (see above) but differs 
from these claims by not showing a solventless method or by not first reacting 
the diisocyanate with the hydroxyalkyl acrylate before reacting with the acrylic 
diol. 

14. Reusmann shows, in his example, solventless preparation of the same 
oligomer. On page 3, in the schematics, he shows preparing the oligomer by first 
reacting the diisocyanate with the hydroxyalkyl acrylate or by first reacting with 
the acrylic diol. 

1 5. It would have been obvious to one of ordinary skill in the art to prepare 
the oligomers of Okamoto by first reacting the diisocyanate with the hydroxyalkyl 
acrylate because Reusmann shows it as equivalent to the process of Okamoto. 
It would have been obvious for Okamoto to use a solventless process per the 
teachings of Reusmann because it is simpler. 

16. Claims 1, 5-9 and 15-19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Reusmann. 

Reusmann discloses the same urethane acrylate oligomers of the 
claims (see example 1) made by reacting diisocyanate with hydroxyalkyl acrylate 
followed by reaction with an acrylic diol having a molecular weight of 1000. He 
discloses the same diisocyanates (paragraph 26), the same hydroxyalkyl 
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acrylates (paragraph (paragraph 28)), and the same monomers for the acrylic 
diol (see examples). In the examples, he prepares the oligomers by a 
solventless method, and on page 3 in the two schematics, he shows the same 
two methods for making the oligomer as the claims. 

17. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Rachel F. Gorr whose telephone number 
is 571-272-1072. The examiner can normally be reached on Mon., Tues., 
Thurs., Fri., from 7:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Jim Seidleck can be reached on 571-272-1078. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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